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REMARKS 

I. Disposition Of The Claims 

Claims 1-40 and 48-51 are pending. Claims 5-6, 1 1-40, and 49-51 were withdrawn from 
consideration. Final Office Action, dated March 25, 2005, p. 2. Claims 41-47 were previously 
canceled. Claims 1-4, 7-10 and 48 stand rejected. 

Applicants' representative thanks Examiner Truong for the helpful and courteous 
interview of November 28, 2005. During the examiner interview, the examiner confirmed the 
indication in the Advisory Action of October 18, 2005, that claims 1-4 and 48 as amended in the 
response after final filed September 26, 2005, are allowable. Applicants proposed the 
amendments herein to claims 7-10 as warranting favorable action. The substance of the 
interview is set forth in more detail below. Applicants thereby comply with 37 C.F.R. 
§ 1.133(b). 

The withdrawn claims 5-6 should be rejoined. MPEP §§ 803.02; 821.04. It is also 
submitted that no serious burden would prevent examining such claims. 

Claims 1, 3-4, and 7-10 have been amended as shown. Support is in the specification as 
filed and highlighted below where relevant. 

Applicants respectfully request that this Amendment under 37 C.F.R. § 1.1 16 be entered 
by the Examiner, placing the examined claims in condition for allowance. It is submitted that the 
proposed amendments of the amended claims do not raise new issues or necessitate the 
undertaking of any additional search of the art by the Examiner, since all of the elements and 
their relationships claimed were either earlier claimed or inherent in the claims as examined. 
Therefore, this Amendment should allow for immediate action by the Examiner. 

Furthermore, it is respectfully submitted that the entering of the Amendment would allow 
a reply to the final rejections and would place the application in condition for allowance. 

Finally, Applicants submit that the entry of the amendment would place the application in 
better form for appeal, should the Examiner dispute the patentability of the pending claims. 
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This Amendment repeats the amendments and arguments presented in the prior response 
after final filed September 26, 2005. This Amendment further contains the amendments to 
claims 7-10 discussed during the November 28 Examiner interview. 

n - Rejections U nder 35 U.S.C. S 112. Second Paragrap h 

Claims 1-4, 7-10, and 48 were rejected under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite. Final Office Action, p. 2. 

A. The esters 

Unspecified claims from claims 1-4, 7-10, and 48 were rejected under 35 U.S.C. § 112, 
second paragraph, presumably for reciting "ester thereof." Final Office Action, pp. 2-3. It is 
believed that the Examiner would agree (1) that the term "ester" has meaning to one of ordinary 
skill in the art and (2) that one of ordinary skill in the art would be able to determine whether or 
not a particular compound fell within the ambit of the structural compound of formula I as 
recited, e.g., in claim 1 , i.e., 




Given (l)-(2), it seems reasonable to conclude that one of ordinary skill in the art would have 
been reasonably apprised of which compounds were an "ester thereof* as recited, e.g., in claim 1. 

Because the meaning of "ester thereof and thus each claim is discernible, each claim 
avoids a rejection on indefiniteness grounds. Accordingly, this rejection should be withdrawn. 



WASH_1468591.1 
PACE 39/42 * RCVD AT 12/9/2005 11J11J27 AMjEa«emja^dVdTlmeJ^^^ 



USPTO 12/9/2005 11:11 AM PAGE 40/042 Fax Server 

TO: Central Fax COMPANY: 

12/01/2005 17:42 FAX (&039/041 



Application. No. 09/835,523 
Atty. Dkt. No. 054707-0661 
Response To Final Office Action Of 03-25-2005 



B. "carbocycle," "heteroaryl," and "heterocycle* 

Unspecified claims from claims 1 -4, 7-10, and 48 were rejected under 35 U.S.C. § 1 12, 
second paragraph, for reciting "carbocycle," "heteroaryl," and "heterocycle." Final Office 
Action, pp. 2-3. The present version of the claims avoids these rejections. 

Specifically, the following language was added at the end of claims 1 , 4, and 7: 

, wherein the heteroarvl. carfaocvcle. and heterocvcle are selected 
from cyclopentvl cvclohexvl. c ycloheptvl. phenvL benzyl. 
naphthvL indeny l, azulenvl. fluorenvl, anthracenvl, indolyl, 
isoindolvl. indoli nvl, benzofuranvl. benzothiophenvl. indazoly l, 
benzimidazolvl. benzthiazolvh tetrahvdrofuranvl, 
tetrahydropyranvh pvridvl. pvrr olvl. pyrrolidinvL nvridinyV 
pyrimidinvl. puri nvl. quinolinvL isoquinolinyl, 
tetrahvdroquinolmy l. quinolizinvL furvL thiophenvL imidazolyl , 
oxazolvL benzox azolvl. thiazolvU isoxazolvl isotriazolyl, 
oxadiazolvl, triay plvL thiadiazolvl. pvridazinvh ovrimidinvl, 
BYrazinyl, triazinyl. trithianvL indolizinvl. pyrazolvl. pvrazolinvl. 
pyrazolidinvl. thie nvh tetrahvdroisoouinolinvL cinnolinvl, 
phthalazinvl. qu inazohnvl. auinoxalinvK nap hthyridiny^ 
pteridinvl, carbaz olvL acridinvh phenazinvL p henothiazinyl , 
phenoxazinvl. adamantly, pyrrole groups, thiophene group s. 
pyridine groups, and isoxazole group s[.] 

Support for the present amendment is in the specification as filed, e.g., page 34, lines 12- 
13 and page 35, lines 14-29. No new matter has been added. Grouping heteroarvL carbocvcle. 
and heterocycle in one paragraph saved space. It is submitted that one of ordinary skill in the art 
would be able to determine the members belonging to each grouping. 

Because the present version of the claims avoids these rejections, these rejections should 
be withdrawn. 

C. "thiocarbonyl" and "carbonyl" 

Unspecified claims from claims 1-4, 7-10 and 48 were rejected under 35 U.S.C. § 1 12, 
second paragraph, for reciting "thiocarbonyl" and "carbonyl." Final Office Action, pp. 2-3. This 
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language has been deleted from each of claims 1, 4, and 7. Thus, the present version of the 
claims avoids this rejection, which should be withdrawn. 

D. "affecting a neuronal activity" 

Claims 7-10 were rejected under 35 U.S.C. § 1 12, second paragraph, for reciting 
"affecting a neuronal activity." Final Office Action, pp. 2-3. This rejection has been obviated by 
removing the phrase from the claims, as agreed during the November 28, 2005, interview. 

DL Rejections Under 35 USC S 1 12, First Paragrap h 

A. Claims 1-4, 7-10 and 48 

Claims 1-4, 7-10, and 48 were rejected under 35 U.S.C. § 1 12, first paragraph, because 
the specification does not reasonably provide enablement for "solvates" of the compound of 
formula I. Final Office Action, pp. 4-5. The present version of the claims avoids this rejection, 
because claims 1, 3-4, and 7 were amended to delete the term "solvate." Thus, the rejection 
should be withdrawn. 

B. Claims 7-10 

Claims 7-10 were rejected under 35 U.S.C. § 1 12, first paragraph, because the 
specification does not reasonably provide enablement for "affecting a neuronal activity." This 
rejection has been obviated by removing the phrase from the claims, as agreed during the 
November 28, 2005 interview. 

IV- Non-Statntorv Double Patenting Rejections 

Claims 1-4, 7-10 and 48 were rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of U.S. Patent 
No. 6,417,189. Final Office Action, p. 6. The terminal disclaimers filed on September 26, 2005, 
avoid this issue. Thus, the present rejection should be withdrawn. 
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V» Conclusion 

It is submitted that the present application is now in condition for allowance. Favorable 
reconsideration and reexamination of the application as amended is respectfully requested. The 
Examiner is invited to contact the undersigned attorney by telephone, if it is felt that a telephone 
interview would advance the prosecution of the present application. 

Respectfully submitted, 



Date I - J>^(^ — Z^QJ 

FOLEY & LARDNER LLP 

Customer Number: 29728 

Telephone: (202) 295-4163 
Facsimile: (202) 672-5399 



By. 



Rouget F. Henschel 
Attorney for Applicants 
Registration No. 39,221 



The Commissioner is hereby authorized to charge any additional fees which may be required regarding this 
application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, to Deposit Account No. 1 9-074 1 . Should no 
proper payment be enclosed herewith, as by a check being in the wrong amount, unsigned, post-dated, otherwise 
improper or informal or even entirely missing, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 19-0741. If any extensions of time are needed for timely acceptance of papers submitted 
herewith, Applicants hereby petition for such extension under 37 CFR § 1.136 and authorize payment of any such 
extensions fees to Deposit Account No. 19-0741 . 
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